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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No. 33

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TOVOYA Kl TAZUME, TAKASH YAMAZAKI and KENJI M ZUTAN

Appeal No. 1996-0672
Application No. 08/164, 774*

HEARD: Septenber 16, 1999

Before METZ, JOHN D. SM TH and LI EBERMAN, Adni ni strative
Pat ent Judges.

JOHN D. SMTH, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal pursuant to 35 U . S.C. §8 134 fromthe
final rejection of clainms 1, 2, 4, and 5.
A copy of appealed claim1 is reproduced in an attached

appendi x to this decision.

! Application for patent filed Decenber 10, 1993.
According to the appellants, the application is a
continuation-in-part of Application No. 07/949, 104, filed
August 31, 1992, now abandoned.
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The sol e reference relied upon by the exam ner is:
Yamazaki et al. (Yamazaki) “Chiral Trifluoronethylated 2-
But enol i des for the Construction of 6-Deoxy-6, 6, 6-
trifluorosugars”, J. Chem Soc., Chem Conmun., pp. 55-57,
1992.

The appeal ed clains stand rejected under 35 U S.C. §
102(b) as anticipated by, or in the alternative, under 35
U S.C. 8§ 103 as obvious over Yamazaki .

We cannot sustain the stated rejections.

The subject matter on appeal is directed to certain
optically active fluorinated conpounds of the general formula

shown in appealed claim1. These conpounds are described as

useful, inter alia, as “raw materials” for ferroelectric

liquid crystals, i.e., liquid crystalline materials conprising
at | east one chiral center and displaying a ferroelectric
(chiral smectic) phase.

Appel I ants do not dispute the exam ner’s factual
determ nation that conpound 13 disclosed at page 56 of
Yamazaki anticipates (35 U S.C. 8 102) or alternatively
renders obvi ous (35 U.S.C. § 103) the herein clained

conpounds. Appellants’ basic argunent against the prior art
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rej ections based on Yanmazaki is that Yamazaki? is not
avai l abl e as prior art against the appealed clainms. On the

ot her hand, the exam ner contends that the present
continuation-in-part application is not entitled to the
benefit of the filing date of the parent application® under 35
US C 8120 (and inplicitly the benefit of the foreign
priority docunent® under 35 U.S.C. 8§ 119) because, according
to the exam ner, the parent application does not conply with
the “how to use” requirenments of 35 U S.C. § 112, first

par agraph. The exam ner thus contends that the effective

2 The nonth of Yanmazaki’s 1992 publication date is not
listed.

3 The parent application 07/949, 104 was filed on August
31, 1992 by coinventors Tonobya Kitazune, Takashi Yamazaki, and
Kenji M zutani. Based on a disclaimng declaration filed
under 37 CFR 8 1.132 executed by the four |isted authors
(i ncluding the above three coinventors) of the Yamazaki
reference indicating that coauthor Mtsunori Takeda is not a
coi nventor of the subject matter described in the parent
application, the exam ner withdrew the stated prior art
rejections over Yamazaki ( the rejections were prem sed on the
contention that the Yanazaki reference qualified as prior art
under 35 U. S.C. § 102(a)). See appellants’ response filed
July 12, 1993 and the exam ner’s final rejection entered
Septenber 29, 1993 in the parent application.

4 Japanese foreign priority docunent 4-015683 was filed on
January 31, 1992.
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filing date of the presently clainmed invention is the filing
date of this continuation-in-part application ,i.e., Decenber
10, 1993, and , therefore, the exam ner argues that the 1992
Yamazaki reference qualifies as prior art under 35 U . S.C. §
102(b). Thus, the dispositive issue generated by the
examner’s rejections in this appeal is whether or not the
originally filed parent application conplies with the “how to
use” requirement of 35 U.S.C. § 112, first paragraph.
Essentially for the reasons and argunments set forth in
appel lants’ brief and the evidence in support of appellants’
argunments, we answer this question in the affirmative. W add
the follow ng brief coments for enphasis only.

The exam ner contends that appellants’ statenment in the
| ast full paragraph of page 1 of the specification that the
clainmed optically active conpounds are “useful” as a “raw
material” for ferroelectric liquid crystals is not a
di scl osure of “specific definite utility within the neaning of
35 U.S.C. 8 101" and is thus an inadequate teaching of “how to
use the clained invention wwthin the nmeaning of 35 U S.C. §
112, first paragraph.” See the answer at page 3.

In response to the
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exam ner’s stated rejection, appellants argue that one of
ordinary skill in this art would have understood fromthe
originally filed specification that the clained optically
active chiral “raw materials” are starting materials useful in
maki ng nore conplicated ferroelectric liquid crystals and in
provi di ng doped liquid crystalline comnpositions. Appel | ant s’

argunents are supported, inter alia, by a declaration from an

“experienced synthetic organic chem st” and researcher “in the
field of liquid crystals”, Dr. Jawad Naciri. In his
declaration at pages 7 and 8, Dr. Naciri states that based on
his knowl edge of liquid crystals in general, he was
“imediately able to envision” three specific classes of
liquid crystalline conpounds which may be produced by
substituting the clained conpounds for existing 6-nenbered
ring-containing liquid crystalline conmpounds involving “only,
sinple routine synthetic organic reactions well within the
skill of a person having only ordinary skills in the liquid
crystalline field as of January, 1992.” At page 8 of Dr.
Naciri’s declaration, he further states that one of ordinary
skill in this art would have al so i medi ately envi sioned the
use of the clainmed conpounds as | ow nol ecul ar wei ght chiral
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dopants useful for inducing desirable properties in existing
liquid crystals and woul d have been “immediately able to use
t hese conpounds in the |aboratory.” The Naciri declaration is
al so supported by corroborating literature articles attached
thereto. Wiile ignoring the factual basis supporting Dr.
Naciri’s opinions, the exam ner sinply and inproperly
di sm ssed the Naciri declaration as an opinion which “does not
add anything new to the original disclosure in the parent
application.” See the answer at page 4. Particularly based
on the Naciri declaration and the supporting literature of
record, we agree with appellants that the originally filed
parent application conplies with the “how to use” requirenent
of
35 U.S.C. 8§ 112, first paragraph. Thus we find that
appellants are entitled to the benefit of the filing date of
their parent application. Accordingly, we also find that the
appl i ed Yanazaki reference is not available as prior art
agai nst the appealed clains. Therefore, the exam ner’s stated
art rejections based on Yamazaki are not sustai ned.

The decision of the exam ner is reversed.

REVERSED
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APPENDI X

QEWGCIIC CIgLpou ggow:*

MpPEXEeTU VG kebreaeufz gu gcAT ‘dronb gug x Kebrezsufz su

pPA fpe asuexsy torunyg (I):

T* VYU obfrcgTIA gcfTA6 rTnorJugeeq cowbonuq rebrezsugeg



Appeal No. 1996-0672
Appl i cation No. 08/164, 774

OBLON, SPI VAK, MCCLELLAND,
MAI ER & NEUSTADT

1755 Jefferson Davis H ghway

4t h Fl oor

Arlington, VA 22202



